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REMARKS 
Formal Matters 

Claims 21 and 26 are all the claims pending in the application. 

Claim Rejections under 35 U.S.C. § 103 

Claims 21 and 26 stand rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Japanese Patent No. 10-283161 to Nishina ("Nishina") in view of U.S. 
Patent No. 6,524,189 to Rautila ("Rautila"). This rejection should be traversed for at least the 
following reasons. 

The Examiner contends that Nishina teaches most of the elements of claim 21 ; however, 
Applicant respectfully suggests that the Examiner has misunderstood the Nishina reference, 
which is directed to a fundamentally different type of system than that of the present invention. 

Nishina describes a "user system 10" which is a "game or personal computer." (Nishina 
at [0009].) The user system 10 is equipped with all of the common peripherals of a personal 
computer, as shown in Fig. 2. Nishina states that the user system 10 connects to public telephone 
lines through the modem 12. Id. The user system 10 is equipped with a display 42 and speaker 
46 for video display and audio playback, respectively. (Nishina at [0010]. 

Nishina makes it clear that software such as a game program, stored on CD-ROM32, is 
played back via CD-ROM device 30 of user system 10, the video and audio of the game program 
being displayed and played back via display 42 and speaker 46. Id. Applicant specifically notes 
that any audio read from the CD-ROM device 30 cannot correspond to the music data sets of 
claim 21, as it was stored on and read from a read-only medium, and was not audio received 
from a server. 
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Nishina further describes how, during the process of playing a game, a telephone call 
may be implicated in the game play, such as in a scenario where a player character receives a 
telephone call from a criminal. (Nishina at [0015].) In such a scenario, the CPU 36 of user 
system 10 may connect with an audio server system 22 via modem 12 to request audio be sent to 
telephone 16 or portable telephone 18. (Nishina at [0016].) Thus, "the user may be called on a 
telephone 16 or portable telephone 18 close at hand, and when picking it up, may hear the voice, 
threats, or secret report of a criminal associated with the game, or the voice of a game character 
via wireless/radio communication." (Nishina at [0031].) 

Thus, it is clear from a proper reading of Nishina that it is simply a system wherein a PC 
or other typical computer is used to play a game, with the special feature that an in-game 
telephone call or communication may be received via the user's actual telephone or portable 
telephone, adding an element of realism to the game play. 

Such a system fails to teach the required elements of claim 21 for a myriad of reasons, as 
follows. The system does not play the game on "a portable communication apparatus having a 
display screen." Nishina lacks any teaching or suggestion of "storing a plurality of music data 
sets" on the portable telephone; rather, the portable telephone is merely used to receive calls 
from the audio server system 22. The portable telephone also does not "execute a game on the 
display screen", as the game is played and displayed by the user system 10, not the portable 
telephone. 

Furthermore, no teaching or suggestion may be found in Nishina regarding "receiving an 
instruction for selecting" a music data set. As described above, the audio which is played via the 
portable telephone in Nishina is determined by the natural progression of the game, such as when 
a criminal calls the user's character, and is not selected by the user. And finally, the game is not 
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executed "in accordance with" any selected audio, as no such selection is made by the user, and 
the game play is not adjusted or modified in any way based on selected audio data. 

Moreover, patentable weight should be given to the portion of claim 21 reciting that "the 
music data sets are melodies adapted to be played at least as a notification of an incoming 
communication." There is no scenario at all conceivable in which the content of a telephone call 
with a criminal in a game could be considered as being a "melody" adapted to be played as a 
notification of an incoming communication. 

Regarding the proposed combination with Rautila, there is no need or desire to download 
game programs via a portable telephone, as suggested by the Examiner, because the game 
software is provided on a CD-ROM. Furthermore, in Nishina, both land-line telephones and 
portable telephones are used as telephones — to receive calls from characters in the game. The 
proposed combination would also make it impossible to use a land-line telephone with the 
system of Nishina, as a land-line telephone could not receive a game and transfer the game to the 
user system 10, thereby making such a combination detrimental and counter-intuitive to one of 
ordinary skill in the art. 

Thus, Nishina and Rautila, alone or in combination, fail to teach or suggest each and 
every required element of claim 21. These references, therefore, fail to render claim 21 
unpatentable. Accordingly, Applicant respectfully requests that the rejection of independent 
claim 21 and its dependent claim 26 be withdrawn. 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 
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The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 




Facsimile: (202) 293-7860 

WASHINGTON DC SUGHRUE/265550 

65565 

CUSTOMER NUMBER 

Date: August 6, 2009 
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